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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including tlie fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is eligible 
for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) has 
been timely paid, the finality of the previous Office action has been withdrawn pursuant to 37 
CFR 1.114, Applicant's submission filed on 18 September 2006 has been entered. 

Claim Rejections - 35 (JSC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the^manner in which the invention was made. 

2. Claims 3,4 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Patton 
et al (US 6.304,345) and Patton et al (US 6,894,794) in view of Mui (US 6,160,642) in view of 
DeClerck et al (USPN 6.437,649 B1 ). 

Regarding claim 6, Patton '345 teaches an apparatus (system of figure 3) for 
reproducing a visible image (image 12, figure 1) depicted in a photograph (print 10, figure 1), the 
photograph also carrying digitally encoded data (code 16, col. 5, lines 6-9, see figure 1). the 
apparatus comprising: 

a scanner means (digital scanner 30, col. 9, line 66) for scanning the digital data to 
produce a bit image with a plurality of copies of data relating to the visible image depicted in the 
photograph (the system of Patton '345 can obviously make more than one scan/copy of an 
original; 
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means for illuminating the photograph with invisible radiation (inherent properties of 
scanning, all scanners must have light illuminating the photograph, also see column 8, lines 5- 
10); 

means for processing data output from the scanner means, the means for processing 
data including means for decoding the digitally encoded data scanned by the scanner means 
(the device that decodes the code of column 5, lines 5-15 that is used for reprinting image 12); 
and 

Inkjet printer means (column 4, lines 45-50, 47, fig. 3) for receiving data from the means 
for processing data (e.g., 39, fig. 3) to print the visible image depicted in the photograph (12, fig. 
1, column 5, lines 5-15), the data used to print the visible image being generated using the 
digitally encoded data; wherein during use, the means for decoding decodes one of the copies 
of the data relating to the visible image if decoding of the previous copy failed (the system of 
Patton '345 can obviously make more than one scan/copy of an original and can subsequently 
attempt to repeat the process until it is successful with a latter copy). 

Patton '345 does not teach the scanner means having a scan resolution greater than the 
print resolution of the digitally encoded data. 

However, DeClerck et al teach of a scanner preferably having a scan resolution greater 
than a print resolution (see col. 3, lines 32-34). 

Patton '345 does not teach the digitally encoded data are printed with invisible ink. 

However, Patton 794, teaches It is desirable to improve Patton 345 by printing the 
digitally encoded data with invisible ink (column 1, lines 29-39, 09/21 1,232 of Patton 345 which 
is incorporated by reference; column 3, lines 15-25). 

Patton '345 does not disclose an ADF for advancing the photograph. 



Application/Control Number: 09/693,317 Page 4 

Art Unit: 2625 

However, Mui in tine same area of scanning photograph (column 3, lines 43-45), teaches 
it is well known in the art to provide an ADF for advancing print media (column 1 , lines 60-66). 

Therefore, it would have been obvious to a person with ordinary skill in the art at the time 
the invention was made to have modified Patton to include: an ADF for advancing the 
photograph. 

It would have been obvious to a person with ordinary skill in the art at the time the 
invention was made to have modified Patton by the teaching of Mui because it would have 
saved users a lot of effort of advancing the photograph manually. 

Regarding claim 3, Patton 794 teaches an apparatus as claimed in claim 6 wherein said 
invisible ink is an infra-red absorbing ink (column 3, lines 15-20), and wherein said invisible 
radiation is infra-red light (column 4, lines 60-67, column 5, lines 1-3). 

Regarding claim 4, Patton 794 teaches an apparatus as claimed in claim 6 wherein said 
ink jet printer means includes means for printing out on a print media attached to said Inkjet 
printer means both the visible image depicted in the photograph and the digitally encoded data 
(column 1, lines 54-58 794 teaches code 16 and image 12 are printed at same time; the 
examiner views the print means that prints the code 16 and image 12 as the Inkjet printer 
means). 

3. Claims 2 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Patton 
et al (US 6,304,345) and Patton et a! (US 6,894,794) in view of Mui (US 6,160,642) in view of 
DeClerck et al (USPN 6,437,849 B1) as applied to claim 6 above, and further in view of Zhang 
(US 5,771,245). 

In accordance with claims 2 and 5, Patton does not disclose expressly that the digitally 
encoded data is encoded and decoded using the Reed-Solomon process. 
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Zhang discloses using the Reed-Solomon process to encode/decode data (col. 4 lines 

18-20). 

Patton and Zhang are combinable because they are from the same field of endeavor, 
namely two-dimensional data encoding and decoding. Therefore, at the time of invention, it 
would have been obvious to a person of ordinary skill in the art, to use the Reed-Solomon 
process, as taught by Zhang, as the encoding/decoding process in Patton's system. 

The motivation for doing so would have been that the Reed-Solomon process is a well- 
known process in the art to protect encoded data (Zhang: col. 4 lines 18-20). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Thomas J. Lett whose telephone number is (571) 272-7464. The 
examiner can normally be reached on 8-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner^s 
supervisor, David K. Moore can be reached on (571) 272-7437. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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